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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-6, 9-12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Komiyama (U.S. Pat. No. 4,774,129). 

Consider claims 1, 6 and 12, Komiyama discloses a porous three-dimensional 
dielectric structure having micropores with a metal film being disposed on the surface of 
the porous dielectric structure. (Col. 2 lines 32-46) Komiyama also discloses that the 
metal layer may be Cu or Ni. (Col. 4 lines 35-40) This metal film can be applied so that 
it is a discontinuous metal film. (Col. 2 lines 35-46;Col. 3 lines 61-65; Col. 4 lines 3-12; 
Col. 8 lines 1-10) Regarding the second substance with a different dielectric constant, 
since that substance is air, the pores of Komiyama are considered to disclose air 
contained in the three dimensional space, next to the metal oxides or nitrides in the 
dielectric base. (Col. 4 lines 12-25) 

Consider claims 2, 3 and 9, Komiyama discloses the claimed structure with the 
same materials, therefore the resistivity and conductivity is also considered to be taught, 
because the same structure with the same materials would produce similar 
characteristics, such as resistivity and conductivity. 
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Consider claims 4, 5 and 10-11, the term "electroless plating film" is considered 
to be a product by process limitation, especially since the applicant states in the 
specification in paragraph 58 that CVD and sputtering can also be used to apply the 
same metal films. The electroless plating is considered to be a product by process 
limitation and even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability 
of a product does not depend on its method of production. If the product in the product- 
by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process.", (In re 
Thorpe, 227 USPQ 964,966). Once the Examiner provides a rationale tending to show 
that the claimed product appears to be the same or similar to that of the prior art, 
although produced by a different process, the burden shifts to applicant to come forward 
with evidence establishing an unobvious different between the claimed product and the 
prior art product {In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983), 
MPEP2113). 

The metal film of Komiyama is disclosed to be on at least the porous surface of 
the porous dielectric. (Col. 8 lines 55-65) 

Additionally, if the terminology of the claim limitation requiring an "electroless 
plating film" is not a product-by-process limitation then the film of Komiyama is 
considered to be made of the same material as the Applicant's film, therefore it is 
considered to act as an electroless plating film. 
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Claims 1-5, 7, 9-11 and 13 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Zakhidov (U.S. Pat. No. 6,261,469). 

Consider claims 1-5, 7, 9-11 and 13, Zakhidov discloses a three dimensional 
periodic structure with a structure that teaches graphite sheets can be oriented into a 
cubic diamond structure (with air being the other substance). Zakhidov also discloses 
that a conductive metal film of Au is applied to the structure by chemical vapor 
deposition, and the film of conductive material is preferably aggregated together (in the 
structure) to form a mechanically robust structure (with uncoated regions existing), 
thereby teaching the film in a particle or cluster form. (Col. 11, line 64-Col. 13, line 45) 
Additionally, in column 12 lines 62-68 and column 13 lines 1-5, Zakhidov discloses that 
the surfaces of the void structure are covered with a partial surface coating of infiltrated 
material (so that uncoated regions exist). By this additional teaching a clustered or 
discontinuous film of Au, a discontinuous film is considered to be taught on the surface 
of the periodic structure. 

Zakhidov teaches the claimed structure with the same materials, therefore the 
resistivity and conductivity is also considered to be taught, because the same structure 
with the same materials would produce similar characteristics, such as resistivity and 
conductivity. 

Response to Arguments 

Applicant's arguments filed 12/1/2008 have been fully considered but they are 
not persuasive. The Applicant's arguments against the Komiyama reference is not 
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persuasive because the applicant's arguments are not commensurate with the actual 
limitations. There is no specific pattern claimed by the applicant. The term 
"periodically" gives no concrete definition to any particular arrangment. Periodic can 
mean anything from being in a sporadic manner or reoccurring from time to time or 
appearing at regular intervals. Therefore, the disclosure in Komiyama meets the claim 
limitations due to the two substances being sporadically or intermittently distributed. 

Regarding the electroless plating film, please see the rejection above. 

Regarding the Applicant's arguments against Zakhidov, the Applicant is 
considered to have misquoted the prior art reference. Zakhidov specifically states that, 
"Patch templating is a type of templating where the surfaces of a void structure are 
covered with a partial surface coating of the infiltrating material (so that uncoated 
regions exist) . " (Col. 12 lines 62-65, emphasis added). By this statement, Zakhidov 
distinctly discloses that it is known to have discontinuous, partial or patch coating of the 
infiltrated material, which is considered to be the conductive film. Therefore, the 
Zakhidov reference is considered to read upon the claimed invention. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GORDON R. BALDWIN whose telephone number is 
(571)272-5166. The examiner can normally be reached on M-F 7:45-5:15. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on 571-272-1540. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Timothy M. Speer/ 
Primary Examiner 
Art Unit 1794 



